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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw

journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

! Application for patent filed February 1, 1993,
entitled "Positioning Control System"™ which clains the
foreign filing priority benefit under 35 U.S.C. § 119 of
Japanese Application 4-016774, filed January 31, 1992.
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This is a decision on appeal under 35 U S.C. 8§ 134 from
the final rejection of clainms 1, 4, and 6-14.
W reverse.

BACKGROUND

The disclosed invention is directed to a positioning
control system for positioning a device which has nechanica
resonance characteristics, such as a magnetic head of a
magneti c di sk drive. The control systemhas an arithnetic
control neans for generating a drive signhal based on a
position signal froma position detecting neans, which
includes a |l ow pass filter for suppressing the resonance
frequencies of the device. 1In the past, as shown in
appellant's figure 3, filters have used a notch filter group
conprising a nunmber of notch filters connected in cascade to
el i m nate many mechani cal resonances simultaneously
(specification, page 8). Appellant's invention, as shown in
figure 6, has an arithnetic control neans 3 with a | ow pass
filter 7 conprising a notch filter 5 and an elliptic
function filter 6 "which replace the notch filter group of
the prior art" (specification, page 13, lines 21-22, as

anended). Appellant also uses a switch, as shown in
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figure 13, to turn the Iow pass filter OFF during a seek

operation and ON during a settling operation.

Caiml is reproduced bel ow
1. A positioning control system conpri sing:

a controll ed device which has resonance
characteristics, including resonance frequencies, and
is positionable at a designated position;

position detecting neans for detecting a noved
position of the controlled device;

arithnmetic control neans for generating a drive
signal based on a position detection signal fromthe
position detecting nmeans and based on sai d designated
position; and

drive nmeans for noving the controlled device in
accordance with said drive signal fromsaid arithnetic
control neans,

said arithnmetic control neans includes a | ow pass
filter which has an abrupt slope and a di sconti nuous
pole in the gain-frequency characteristics thereof, so
that said resonance frequencies of said controlled
devi ce can be suppressed by neans of said | ow pass
filter, said arithmetic control neans further
conprising switch neans for selectively turning said
| ow pass filter off and on

wherein said switch neans selectively turns said
| ow pass filter off during a seek operation of said
controll ed device and on during a settling operation of
said controll ed device and wherein said | owpass [sic]
filter conprises a notch filter having said abrupt
sl ope for suppressing a | owest resonance frequency and
an elliptical function filter having said pole for
suppressing a second | owest, or higher, resonance
frequency.
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The exam ner relies on appellant's adm ssion "that the
speci es of nmagnetic head, optical head and print head
positioning systemare not believed to be patentably
di stinct" (page 4 of the Amended Brief received

Sept enber 15, 1995, Paper No. 21) and the follow ng prior

art:
Abed 4,949, 201 August 14,
1990
Kanda et al. (Kanda) 5,168, 398 Decenber 1,
1992
(filed July 25,
1990)

B.P. Lathi, Mdern Digital and Anal og Communi cati on
Systens, (2d ed., Holt, Rinehart and Wnston, Inc.,
1989), pages 88-82.

The exam ner has withdrawn the objection to the
specification under 35 U.S.C. 8 112, first paragraph, for
failing to provide an adequate witten description of the
i nvention and the best node. The exam ner had not rejected
any cl ai nrs based on these grounds.

The exam ner has also wi thdrawn the w t hdrawal of
clains 7 and 8 under 37 CFR 8§ 1.142(b) as being directed to
non-el ected species and has entered a new ground of
rejection as to these clains in the Exam ner's Answer.
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Cainms 1, 6/1, 9, and 11-14 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Abed and Kanda.

Clains 4, 6/4, and 10 stand rejected under 35 U S. C
8§ 103 as bei ng unpatentabl e over Abed and Kanda, further in
vi ew of Lathi.

Clainms 7/1 and 8/ 1 stand rejected under 35 U.S.C. 8§ 103
as being unpatentabl e over Abed and Kanda, further in view
of appellant's admission. This is a new ground of rejection
added in the Exam ner's Answer.

Clainms 7/4 and 8/ 4 stand rejected under 35 U.S.C. 8§ 103
as being unpatentabl e over Abed, Kanda, and Lathi, further
in view of appellant's adm ssion. This is a new ground of
rejection added in the Exam ner's Answer.

W refer to the Final Rejection (Paper No. 12) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 22) (pages referred to as "EA_ ") for a statenent of the
exam ner's position and to the Anmended Appeal Brief (Paper
No. 21) (pages referred to as "Br__") and the Reply Bri ef
(Paper No. 23) (pages referred to as "RBr__") for a

statenment of appellant's argunents thereagainst.

OPI NI ON
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Appel | ant argues that Abed and Kanda do not discl ose
the followi ng features of the independent clains: (1) "a
configuration of a positioning control system in which a
| ow pass filter is constituted by an adequate conbi nati on of
a notch filter and an elliptical function filter (Brl12); and
(2) "turning ONthe |ow pass filter by a switching operation
when a seek operation proceeds to a track follow ng
operation" (Brl2).

(1) Low pass filter conprising notch filter
and elliptical function filter

Claim1l recites a positioning control system having a
"l ow pass filter which has an abrupt slope and a
di sconti nuous pole in the gain-frequency characteristics
thereof . . . wherein said |lowass [sic] filter conprises a
notch filter having said abrupt slope for suppressing a
| onest resonance frequency and an elliptical function filter
havi ng said pole for suppressing a second | owest, or higher,
resonance frequency.” Caim9 recites a positioning contro
system having a "low pass filter which has an abrupt sl ope
and a di scontinuous pole in the gain-frequency

characteristics thereof . . . wherein said |ow pass filter
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conprises a notch filter having said abrupt slope and an
elliptical function filter having said pole, so that all the
resonance frequencies occurring in said resonance
characteristics can be suppressed.” CCaim1l4 recites a
positioning control systemhaving a "low pass filter which
has an abrupt sl ope and a discontinuous pole in the
gai n-frequency characteristics thereof . . . wherein said
| ow pass filter is constituted by a conbination of a notch
filter having said abrupt slope and an elliptical function
filter having said pole, so that all resonance frequencies
occurring in said resonance characteristics can be
suppressed.” Therefore, the independent clains require a
| ow pass filter having both a notch filter and an elliptica
function filter.

The exam ner finds that "Abed, see Fig. 3 at 149,
col. 8, lines 3-9, Fig. 11, and col. 13, lines 51-68 (the
analog filter of Abed is considered to be a part of Abed's
"arithnmetic control neans'), discloses the invention as
cl ai med except for switching his filter on and off and
setting an initial condition when the filter is off" (FR4;

EA4). Elenment 149 in figure 3 is a resonant filter. Abed
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states (col. 8, lines 6-8): "In the preferred enbodi nent,
applicant utilities [sic] an elliptic filter having a
conbi ned | ow pass and notch response . . . ." Figure 11
shows a schenmatic diagram of the resonant filter 149 of
figure 3. Abed describes that the conponents are
"configured to provide an elliptical filter having the
foll ow ng conbi ned | ow pass and notch transfer function
T(S)" (col. 13, lines 55-57).

Appel | ant responds that "[a]s discussed on page 7 of
Amendnent B [sic, Anendnment C received March 13, 1995, Paper
No. 14], the disclosure cited by the Exam ner contains no
description of a |low pass filter conprising an adequate
conbi nation of a notch filter and an elliptical function
filter” (Brl3). W note that the brief should be
sel f-contai ned and not refer back to other papers.
Argunents not in the brief may be refused consideration.
Conpare 37 CFR 8§ 1.192(a) (1994) ("Any argunents or
authorities not included in the brief may be refused
consi deration by the Board of Patent Appeals and
Interferences.” [Enphasis added.]) with § 1.192(a) (1995)

("Any argunents or authorities not included in the brief
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will be refused consideration by the Board of patent [sic]

Appeal s and Interferences, unless good cause is shown."

[ Enphasi s added.]). Neverthel ess, we have exam ned the
argunments at page 7 of Amendnent C and find no argunent why
the cited portions of Abed do not describe a | ow pass filter
conprising a notch filter and an elliptical function filter;
appel l ant nerely states that they do not.

Not wi t hst andi ng the | ack of argument or explanation by
appellant in the brief, it is evident that the resonant
filter 149 in Abed does not neet the express claim
limtations of a "low pass filter" having both a "notch
filter” and an "elliptical function filter." Abed has only
an "elliptical function filter."™ This point was brought out
at the oral hearing. The notch filter and elliptica
function filter are disclosed to be separate el enents as
shown, for exanple, in figure 6, and are clained as separate
el ements. Abed discloses an "elliptic filter having a
conmbi ned | ow pass and notch response” (col. 8, lines 7-8).

As evident fromappellant's figure 7, an elliptical filter
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has a | ow pass region and a notch.? The fact that the
elliptical function filter has a notch does not neet the
requi renment for a notch filter in addition to the elliptica
function filter, i.e., an elliptical function filter with a
notch is not the same thing as a notch filter in addition to
an elliptical function filter. For this reason, the

rejections of clains 1, 4, and 6-14 are reversed.

(2) Turning the |ow pass filter OFF and ON

Al t hough we have reversed the rejections based on the
limtations to a notch filter and an elliptical function
filter, we address the argunments regarding turning the | ow
pass filter ON and OFF for conpl et eness.

Claims 1 and 14 recite "switch neans for selectively

turning said |low pass filter off and on wherein said switch

2 Figure 7 was anended by the anendnent filed
Sept enber 16, 1994, (Paper No. 11) to change the | abel on the
dashed |ine (representing a conventional |ow pass filter) from
"(1)" to "(Il)" and the label on the solid line (representing
an elliptic function filter) from"(Il1)" to "(1)" per the
exam ner's Ofice action entered March 10, 1994, (Paper
No. 7).
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means selectively turns said |ow pass filter off during a
seek operation of said controlled device and on during a
settling operation of said controlled device." Caim?9
contains a simlar limtation, but refers to a "magnetic
head" instead of the "controlled device."

The exam ner relies on Kanda, columm 7, l|ines 32-39,
and the switching circuits 32, 35, integrator 30, and
arithnetic control neans 31 (FR4; EA4-5). W | ook at the
teachi ngs of Kanda as a whol e.

Kanda di scloses (col. 1, lines 18-21): "The seek
control operation of the servo systemincludes a speed
control operation, transient control operation (stop contro
operation) and positioning control/operation (track
foll ow ng operation)."” So, Kanda di scl oses a speed contro
operation, corresponding to appellant's "seek operation,” a
transi ent control operation, and a track follow ng (position
control) operation. Kanda al so discloses (col. 1,

lines 28-31): "The transient control operation settles the

state of the head when a shift is made fromthe speed

control operation to the track foll ow ng operation

(enphasi s added). Thus, the transient control operation and
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correspond to the clainmed "settling operation.” Kanda has a
phase conpensation circuit (PCC) 31, the purpose of which is
described as follows (col. 2, lines 25-30): "The phase
conpensation circuit is conposed of a filter, such as a
notch filter and lead lag filter, and adapted to suppress a
resonance point in a nechanical system such as a carriage
and to prevent an oscillation phenonenon resulting froma
phase delay." Thus, PCC 31 serves the sanme purpose as
appel lant's | ow pass filter.
The question is whether the PCC 31 in Kanda is turned
OFF and ON as recited in the clainms. Kanda discl oses
(col. 4, lines 54-66):
Afifth switching circuit 36 is turned ON at a tinme of
track follow ng operation and delivers the position
signal PS fromthe position signal generator 20 to the
integrating circuit 30. An integrating circuit 30
i ntegrates the position signal PS fromthe position
signal generator 20 to deliver a result of integration
to a PCC (phase conpensation circuit) 31. PCC31 [sic]
is conposed of a filter, such as a notch filter and a
lead lag filter. A third switching circuit 32 is
turned ON at a tine of track follow ng operation to
supply a conpensated replica of the position signa

comng fromPCC31 [sic] to the notor driving circuit
27.
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The switching circuit 32 is turned OFF at the tine of the
seek operation (col. 8, lines 43-46) and at the tine of the
transient control operation (col. 9, lines 19-20) and ON
upon a shift fromthe transient control operation to the
track follow ng control operation (col. 6, line 67, to
col. 7, line 3). The switching circuit 32 effectively
perfornms the function of swtching PCC 31 ON and OFF.
Theref ore, Kanda teaches a position control system as
recited in the independent clains, where "swtch neans
selectively turns said |ow pass filter off during a seek
operation of said controlled device [or magnetic head in the
case of claim9] and on during a settling operation of said
controlled device [or nmagnetic head in the case of
claim9]."

Appel | ant argues that "[a]s described in Anmendnent B
[sic, C], Kanda et al. likewise fail to disclose that the
| ow pass filter (i.e., the PCC 31 of Kanda et al.) is turned
ON by a switching operati on when a seek operation proceeds
to a track foll ow ng operation" (Brl5). Again, although
argunments belong in the brief, we have considered the

argunents in Amendnent C (Paper No. 14). Appellant argues

- 13 -
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(Paper No. 14, page 7): "The PCC 31 follows the integrator
30in FIG 1 of Kanda et al. The PCC 31 is conposed of a
filter, such as a notch filter and a lead lag filter. Kanda
et al. never switch the PCC 31 OV OFF since the response
time of the PCC 31 is not in issue.” W disagree, since
Kanda effectively turns PCC 31 ON and OFF using the
switching circuit 32. Appellant argues that "[t] he section
of Kanda et al. cited by the Exam ner (colum 7,

lines 32-49) only describes how the integrator circuit 30 is
switched OV OFF, and does not nention the PCC 31 being
switched OV OFF" (Brl1l5). Appellant fails to consider Kanda
as a whol e, which does teach turning PCC 31 ON and OFF.
Kanda does not disclose why the filter PCC 31 is switched ON
and OFF; however, no function for the switch is recited in
the claim Appellant has not argued in the brief that the
conmbi nati on of Abed and Kanda is inproper. Accordingly, we
are not persuaded that the conbi nation of Abed and Kanda is
i nproper as to the limtation of switching a resonance
filter ON and OFF.

CONCLUSI ON

The rejections of clains 1, 4, and 6-14 are reversed.
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REVERSED
KENNETH W HAI RSTON )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF
PATENT
LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PARSHOTAM LALL
Adm ni strative Patent Judge
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